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Sir: 

Appellants hereby request that a panel of examiners formally review the legal and 
factual basis of the rejections in the above-identified application prior to the filing of an 
appeal brief. Appellants assert that the outstanding rejections (now on appeal by virtue of the 
concurrently filed Notice of Appeal) are clearly improper based both upon errors in facts and 
the omission of essential elements required to establish a prima facie rejection (i.e., the prior 
art references fail to disclose, teach or suggest all the recited claim features). 

APPEALED REJECTIONS 

Appellants are appealing the rejection of claims 1-8 and 14-16 under 35 U.S.C. 
103(a) as being obvious from Huttunen et al. (U.S. 6,356,761; hereafter "Huttunen") and 
Forslow (U.S. 6,608,832) and the rejection of claims 9-13 under 35 U.S.C. 103(a) as being 
obvious from Huttunen, Forslow and Billstrom et ah (U.S. 5,590,133; hereafter "Billstrom"). 

The appealed rejections are improper because the Examiner has failed to establish a 
prima facie case of obviousness in that the identified motivation to combine the teachings of 
the prior art references, e.g., Huttunen and Forslow, is insufficient to support an obviousness 
rejection. 

To establish a prima facie case of obviousness, three basic criteria must be met, the 
first of which being that there must be some suggestion or motivation, either in the references 
themselves or in the knowledge generally available to one of ordinary skill in the art, to 
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modify the reference or to combine reference teachings. Appellants submit that that the 
Examiner has failed to establish this criterion. 

INSUFFICIENT MOTIVATION TO COMBINE TEACHINGS OF REFERENCES 

The Examiner asserted that it would have been obvious to one of ordinary skill in the 
art at the time the invention was made to have combined the teachings of Huttunen and 
Forslow to provide better service for different types of applications regarding time of service, 
as allegedly suggested by Forslow. However, Forslow merely teaches determining a 
preferred type of bearer (i.e., connection) when there are a plurality of different applications 
(see, for example, col. 7, lines 38-42). However, Forslow fails to teach or suggest such a 
determination when there is only one application available, as in the present invention. 

Further, as previously asserted by the Examiner, Forslow merely proposes 
determining a preferred type of bearer (connection) ... regarding time of service. However, 
the Examiner has incorrectly paraphrased Forslow because Forslow does not propose 
determining a preferred type of bearer . . . regarding time of service but regarding the nature 
(real-time or non-real-time) of the service. Thus, this aspect of the identified motivation for 
combining Huttunen and Forslow is deficient. 

Appellants further submit that the claims clearly contemplate only one application at a 
time, for example, all pending claims recite receiving of a request from a requesting entity 
and providing a response to the request, wherein the two citations of "request" are in singular 
form. 

CITED PRIOR ART REFERENCES CONTRADICT ONE ANOTHER AND 
INCORPORATION OF FORSLOW WOULD RENDER HUTTUNEN 
UNSATISFACTORY FOR ITS ORIGINAL PURPOSE 

Moreover, Appellants submit that the cited prior art references' teaching actually 

contract one another and incorporation of Forslow' s teachings would render Huttunen unfit 

for its original purpose. As indicated above, the claimed invention relates to a method for 

providing location service information wherein a preferred type of connection is determined. 

The Examiner has alleged that Forslow discloses similar subject matter. However, Huttunen 

expressly teaches against determining any preferred type of connection at col. 8, Ins. 54 - 62: 

The essential feature of the invention is that it provides a possibility for 
finding e.g. one or several WWW pages on basis of the (geographical) 
location information based on the location of the mobile subscriber (i.e. 
mobile station 12). In other words, it provides an access, by means of a circuit 
switched network (such as the mobile network), from a predetermined area to 
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an area determined information included in a packet switched network, such as 
to local WWW documents and/or files of the Internet. 

In essence, Huttunen teaches that it is essential that the access to the location 
information is provided via a circuit switched network . Because Huttunen' s teachings require 
that essential feature, the remaining features of that disclosure cannot be combined with 
teachings that determine a preferred type of connection because, in Huttunen, there would be 
only one type of connection available. 

Thus, any proposed modification of Huttunen based on Forslow would render 
Huttunen's system unsatisfactory for its intended purpose. If a proposed modification would 
render the prior art invention being modified unsatisfactory for its intended purpose, then 
there is no suggestion or motivation to make the proposed modification. In re Gordon, 733 
F.2d 900, 221 USPQ 1 125 (Fed. Cir. 1984) 

Hence, one of ordinary skill in the art would not have combined the teachings of 
Huttunen and Forslow; now would he have combined those teachings with Billstrom. 

CONCLUSION 

Therefore, it is respectfully requested that the panel return a decision concurring 
with Appellants' position and eliminating the need to file an appeal brief because there are 
clear legal and/or factual deficiencies in the appealed rejections. Specifically, the subject 
matter recited in independent claims 1 and 16 are not obvious from the teachings of 
Huttunen, Forslow and Billstrom. Thus, all pending claims 1-16 are allowable. 

Please charge any fees associated with the submission of this paper to Deposit 
Account Number 033975. The Commissioner for Patents is also authorized to credit any 
over payments to the above-referenced Deposit Account. 



CHRISTflSp H. MCC/ 
Reg. No. 41844 // 
Tel. No. 703 770)7743 
Fax No. 703 770.7901 




Y WINTHROP SHAW PITTMAN LLP 



Date: December 6, 2005 
P.O. Box 10500 
McLean, V A 22102 
(703) 905-2000 
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